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earned patent term adjustment. See 37 CFR 1.704(b). 
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Application Papers 
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10) ^ The drawing(s) filed on 16 April 2004 is/are: a)M accepted or b)D objected to by the Examiner. 
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Art Unit: 3762 

DETAILED ACTION 
Response to Arguments 

Applicant's arguments filed January 30, 2006 have been fully considered but they 
are not persuasive for reasons stated below. The examiner notes that the improper list 
of claims was addressed in the Remarks on page 3. The listed claims on page 3 were 
1-4, 6, 8, 10, 14, 16-17, 19-27, 29, 31, 33, 37, 39-40 and 42-48. In fact the proper list of 
claims should have been 1-4, 8, 12, 14, 18, 22-32, 36, 38, 40, 42, 46, and 50-54. The 
examiner considers this a typographical error and has treated the arguments in respects 
to claims 1-4, 8, 12, 14, 18, 22-32, 36, 38, 40, 42, 46, and 50-54. 

Double Patenting 

Claims 1-54 of this application conflict with claims 1-48 of Application No. 
10/424,538 (US Patent Publication 20040215276 A1 ). 37 CFR 1 .78(b) provides that 
when two or more applications filed by the same applicant contain conflicting claims, 
elimination of such claims from all but one application may be required in the absence 
of good and sufficient reason for their retention during pendency in more than one 
application. Applicant is required to either cancel the conflicting claims from all but one 
application or maintain a clear line of demarcation between the applications. See 
MPEP § 822 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 61 9 (CCPA 1970). 
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A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

1. Claims 1-4, 8, 12, 14, 16-17, 22-23, 25-32, 36, 40, 42, 44-45, 50-51 and 53-54 
stand provisionally rejected under 35 U.S.C. 101 as claiming the same invention as that 
of claims 1-4, 6, 8, 10, 12-14, 16-17, 20-27, 29, 31 , 33, 35-36, 39-40 and 43-44 of 
copending Application No. 10/424,538 (US Patent Publication 20040215276 A1). This 
is a provisional double patenting rejection since the conflicting claims have not in fact 
been patented. 

2. Claims 5-7, 9-1 1 , 1 3, 1 5, 1 8-21 , 24, 33-35, 37-39, 41 , 43, 46-49 and 52 stand 
rejected under the judicially created doctrine of obviousness-type double patenting as 
being unpatentable over claims 5, 7, 9, 11, 15, 18-19, 28, 30, 32, 34, 37-38, 41-42 and 
45-48 of copending Application No. 10/424,538 (US Patent Publication 20040215276 
A1 ). Although the conflicting claims are not identical, they are not patentably distinct 
from each other because they both disclose the comparison of a sensed morphological 
characteristic to a threshold value. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 



Application/Control Number: 1 0/826, 1 89 Page 4 

Art Unit: 3762 

only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

1. Claims 1-4, 8, 12, 14, 18, 22-32, 36, 38, 40, 42, 46, and 50-54 are rejected under 
35 U.S.C. 102(b) as being anticipated by Florio et al. (US Patent Publication 
20010049542 A1) for reasons previously made of record. 

The Applicant argues the Florio et al. does not delivery a pacing pulse to a given 
chamber, sense within that chamber and determine, based upon morphological 
characteristics whether the pacing pulse captures that chamber of the heart. 

However, Florio et al. discloses on page 3, paragraph 25, the "present invention 
is capable of sensing a composite cardiac signal on a single sense channel that has, 
inherent in it, characteristics that permit the detection of non-capture, single-chamber 
capture, and bi-chamber capture. While the illustrated embodiments are directed 
towards a bi-ventricular stimulation device, the present invention can be equally applied 
in a bi-atrial mode of stimulation". 

"The IEGM characteristics for non-capture, single-chamber capture and bi- 
ventricular capture are compared to newly acquired IEGM waveforms during normal 
operation of the stimulation device, to determine whether the newly acquired IEGM 
represents failed capture, single-chamber capture, or bi-ventricular capture". [0027] 

Also, "sampled IEGM waveforms during both single-chamber capture and bi- 
ventricular capture are processed by a morphology detector that measures and stores 
defining characteristics of the single-chamber capture and bi-ventricular capture. For 
example, peak detection, slope detection, waveform integration, and timing interval 
estimation can be performed with results stored in memory. Then, during normal 
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operation of the stimulation device, a newly sampled IEGM waveform can be processed 
in the same way to allow comparison of its waveform characteristics to single-chamber 
capture or bi-ventricular capture characteristics. In this way, reliable and automatic 
detection of capture during bi-ventricular pacing is achieved" page 3, paragraph 28). 

Florio et al. also further discloses on page 8, paragraph 103, "One or more of 
these IEGM characteristics are then used by the method of the present invention, as it 
will be described below, in order to distinguish between single-chamber capture, bi- 
ventricular capture, or complete loss of capture, based on comparisons made between 
an acquired IEGM during normal stimulation device operation and the known 
characteristics of the IEGM during the three capture situations". 

Therefore, Florio et al. does disclose the use of morphological analysis to 
determine whether capture has occurred and thus the rejection still stands. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 5, 9, 13, 15, 19, 33, 37, 41, 43, and 47 stand rejected under 35 

U.S.C. 102(b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious 

over Florio et al. (US Patent Publication 20010049542 A1) for reasons previously made 
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of record. As stated above, Florio et al. does disclose the use of morphological analysis 
to determine whether capture has occurred. Therefore, the rejection still stands. 
2. Claims 6-7, 10-11,1 6-1 7, 20-21 , 34-35, 38-39, 44-45 and 48-49 stand rejected 
under 35 U.S.C. 103(a) as being unpatentable modified Florio et al. (US Patent 
Publication 20010049542 A1) as applied to claims 5, 9, 13, 15, 19, 33, 37, 41, 43, and 
47 above, in view of Meyer et al. (US 20040082975 A1) for reasons previously made of 
record. As stated above, Florio et al. does disclose the use of morphological analysis to 
determine whether capture has occurred. Therefore, the rejection still stands. 

Claim Objections 

1 . Claims 6-7, 14-15, 29-30 and 37-38 stand objected to because of the following 
informalities: Claims 14-15 and 37-38 are substantial duplicates of 6-7 and 29-30, 
respectively. Appropriate correction is required. 

Conclusion 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alyssa M. Alter whose telephone number is (571 ) 272- 
4939. The examiner can normally be reached on M-F 9am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Sykes can be reached on (571 ) 272-4955. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Alyssa M Alter 
Examiner 
Art Unit 3762 
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